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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants: Philip 0. Livingston and Friedhelm Helling 

Serial No.: 08/196,154 Examiner: A. Holleran 

Filed : November 16, 1995 Group Art Unit: 1642 

For : GANGLIOS IDE-KLH CONJUGATE VACCINES WITH QS-21 

1185 Avenue of the Americas 
New York, New York 10036 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

SIR: 

TERMINAL DISCLAIMER 

Sloan-Kettering Institute for Cancer Research, 1275 York 
Avenue, New York, New York 10021 ("Sloan-Kettering") is the 
Assignee of record of the entire right, title and interest in 
and to this application by virtue of an Assignment from Philip 
O. Livingston and Friedhelm Helling to Sloan-Kettering which 
was recorded in the U.S. Patent and Trademark Office on January 
21, 1994 at Reel No. 014168, Frames 0952-0955, a copy of which 
is attached hereto as EXHIBIT 1, in connection with PCT 
International Application No. PCT/US94 /00757 . The present 
application, U.S. Serial No. 08/196,154, is the §371 national 
stage of PCT International Application No. PCT/US 94 / 0 07 57 . 

Sloan-Kettering is also the Assignee of record of the entire 
right, title and interest in and to U.S. Serial No. 08/477,097, 
filed June 7, 1995, by virtue of an Assignment from Philip O. 
Livingston and Friedhelm Helling to Sloan-Kettering which was 
recorded in the U.S. Patent and Trademark Office on November 9, 
1995 at Reel No. 7707, Frames 0968-0971, a copy of which is 
attached hereto as EXHIBIT 2. 
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Sloan-Kettering is also the Assignee of record of the entire 
right, title and interest in and to U.S. Serial No. 08/477,147, 
filed June 7, 1995, by virtue of an Assignment from Philip O. 
Livingston and Friedhelm Helling to Sloan-Kettering which was 
recorded in the U.S. Patent and Trademark Office on August 14, 
1995 at Reel No. 7580, Frames 0708-0711, a copy of which is 
attached hereto as EXHIBIT 3. 

Sloan-Kettering previously filed a Terminal Disclaimer with 
respect to U.S. Serial No. 08/477,097 with a December 10, 2003 
Amendment filed in connection with the subject application. 
Sloan-Kettering submits this Terminal Disclaimer to replace and 
supersede in all respects the Terminal Disclaimer filed 
December 10, 2003. 

Sloan-Kettering now hereby disclaims, except as provided below, 
the terminal portion of the statutory term of any patent issued 
from the above-identified application which would extend beyond 
the earliest expiration date of the full statutory term, as 
defined in 35 U.S.C. §154 to §156 and §173, of any patent 
issuing from U.S. Serial Nos . 08/477,097 and/or 08/477,147, and 
hereby agrees that any patent issued from the present 
application shall be enforceable only for and during such 
period that the legal title to such patent shall be the same as 
the legal title to any patent issuing from U.S. Serial Nos. 
08/477,097 and/or 08/477,147, this agreement to run with any 
patent issued from the present application and to be binding 
upon the grantor, its successors and assignees. 

In making the above disclaimer Sloan-Kettering does not 
disclaim the terminal part of any patent issued from the 
present application that would extend to the earliest 
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expiration date of the full statutory term, as defined in 35 
U.S.C. §154 to §156 and §173, of any patent issuing from U.S. 
Serial Nos . 08/477,097 and/or 08/477,147 in the event that any 
patent issuing from U.S. Serial Nos. 08/477,097 and/or 
08/477,147 later: expires for failure to pay a maintenance fee, 
is found unenforceable, is found invalid by a court of 
competent jurisdiction, is statutorily disclaimed in whole or 
terminally disclaimed under 37 C.F.R. §1.321, has all claims 
canceled by a reexamination certificate, is reissued, or is in 
any manner terminated prior to the expiration of its full 
statutory term. 

—I have reviewed the assignments attached hereto as EXHIBITS 1- 
3, and certify that, to the best of my knowledge and" belief, 
Sloan-Kettering has all right, title, and interest in and to 
the present application. I further certify that I am authorized 
to sign on behalf of the assignee, Sloan-Kettering. 
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I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on information 
and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may 
jeopardize the validity of this application or any patent 
issued thereon. 




Sloan-Kettering Institute 
for Cancer Research 




J<ames S . Quirk 
Senior Vice-President, 
Research Resources Management 
Sloan-Kettering Institute 
for Cancer Research 




United States Patent and Trademark office 



Under Secretary of Commerce for Intellectual Property and 
Director of the United States Patent and Trademark Office 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 



THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER 

REFERENCED" BELOWT ~" ' " " — - — — 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE 
INFORMATION CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA 
PRESENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD 
FIND ANY ERRORS OR HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY 
CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 703-308-9723. 
PLEASE SEND REQUEST FOR CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, 
ASSIGNMENT DIVISION, BOX ASSIGNMENTS, CG-4, 1213 JEFFERSON DAVIS HWY , 
SUITE 320, WASHINGTON, D.C. 20231. 
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ASSIGNMENT 

In consideration of One Dollar ($1.00), and other good and 
valuable considerations, the receipt of which is hereby 
acknowledged, we, the undersigned, "~ 

Philip O. Livingston and Fr iedhelm Helling, residing at 156 
East 79th Street, Apartment 6C, New York, Hew York, 1O021, 
U.S. A; and 303 East 71st Street , Apartment 6H, Hew York, New 
York, 10021, U.S.A. , respectively, 

Hereby sell, assign and transfer to Sloan-Kettering Institute for 
Cancer Research a corporation of the state of New York having a 
place of business at 1275 York Avenue, ir. the £ouivcy o£ iiew xork 
and State of New York 10021, U.S.A., its successors, assigns and 
legal representatives, the entire right, title and interest for all 
countries, in and to any and all inventions which are disclosed and 
claimed, and any and all inventions which are disclosed but not 
-claimed, in the PCT International Application, which has been 
executed by the undersigned on 21 January 1994 and is entitled 

G ANGL.I OS I DE-KLH CONJUGATE VACCINES PLUS QS-21 

(PCT International Application claiming priority of U.S. 
Serial No. 08/009,268, filed January 22, 1993, and designating 
the United States of America (as a continuation-in-part)) 

and in and to said PCT International Application and all 
divisional, continuing, substitute, renewal, reissue, and all other 
applications for U.S. Letters Patent or other related property 
rights in any and all foreign countries which have been or shall be 
filed on any of said inventions disclosed in said PCT International 
Appl i cation ; and^in ^and^.to^all^original_ and__ reissued patents or 
related foreign documents which have been or shall be issued on 
said inventions ; 



Agree' thai ' said ' Assignee' may apply lor and' : receivier'O'.s aiid 
foreign Letters Patent or rights oi any other kind for said 
inventions, or any of them; and may claim, in applications for said 
U.S. and foreign Letters Patent or other rights, the priority of 
the aforesaid PCT International Application under the provisions of 
the International Convention of 1683 and later modifications 
thereof, under the^European Patent Convention or undsr any other 
available international agreement; and that, when requested, 
without charge to, but at the expense of, said Assignee, its 
successors, assigns and legal representatives , to carry out in good 
faith the intent and purpose of this assignment, the undersigned or 
the undersigned's executors or administrators will, for the United 
States and all foreign countries, execute all divisional, 
continuing, substitute, renewal, reissue, and all other patent 
applications ^r other documents on any and all said iny<zntipns; 
execute all rightful oaths, assignments, powers of attorney and 
other papers} communicate to said Assignee, its successors, assigns 
and representatives, all facts known and documents available to the 
undersigned relating to said inventions and the history thereof; 
testify in all legal proceedings; and generally do everything 
possible which said Assignee, its successors, assigns or 
representatives shall consider desirable for aiding in securing, 
maintaining and enforcing proper patent protection for said 
inventions and for vesting title to said inventions and ell 
applications for patents or related foreign rights and all patents 
on said inventions, in said Assignee, its successors, assigns and 
legal representatives; and 

Covenant with said Assignee, its successors, assigns and legal 
representatives that no assignment, grant, mortgage, license or 
other agreement affecting the rights and property herein conveyed 
has been made to others by the undersigned, and that full right to 
convey the same as- herein. , expressed is possessed by the 
undersigned. 
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Philiyo. Liviittston 
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JL9 Friedhela Helling 



JL.s.j 
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MARCH 25, 1996 

JOHN P. WHITE 
COOPER & DUNHAM L.L.P. 
1185 AVENUE OF THE AMERICAS 
NEW YORK, NY 10036 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF THE 
U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS AVAILABLE 
AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER REFERENCED 
BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE INFORMATION 
-CONTAINED OK -TKI-S-RSCORDATI-ON NOTICE REFLECTS - THE DATA PRESENT IN THE 
PATENT AND TRADEMARK ASSIGNMENT" SYSTEM. IF YOU SHOULD FxND ANY ERRORS OR 
HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY CONTACT THE EMPLOYEE WHOSE 
NAME APPEARS ON THIS NOTICE AT 703-3 08-9723. PLEASE SEND REQUEST FOR 
CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, ASSIGNMENT DIVISION, 
BOX ASSIGNMENTS, NORTH TOWER BUILDING, SUITE 10C35, WASHINGTON, D.C. 20231 
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«y 0 tho Honorable Coflmissiongr of Patents end TredemBrfas, Please record the Attached original documsnto of copy thereof 



1. Wace of conveying porty<ioo) 

Philip 0. Livingston and Friedhelm Helling 
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□ Chongo of Mere 



Execution Doto: Inlv 2 5. anrl ,1nnp . 1995 



2. a&K3 ortd eddrooo of rocoiying portyiioo): 

Sloan-Kettering Institute for 
«em3s Cancer Research ; 



: nt 3 rncl Addr*as: 



Street Addreoo: 1275 York Avenue 



city/stoto/ztp: New York, New York 10021 

Additional ncntoio) & cddrooo(oo) otteched? 



4. Application m robe r < o ) or patent rxirtoor(fl): If thio docunt?nt io boirte filed tooothor with o now cppl icqt icn, . 



tho elocution doto of the opplicetien io: 
A. Potent AppUcotion tto.(o) 



0. Potent Bo.<o) 



Serial No. 08/477,097 filed June 7, 1995 

Additional numbwro ottoehod? □ too EJ 
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Street Addreoo: Cooper & Dunham LLP 



1185 Avenue of the Americans, 
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9. StotCRent end denature. 



To the toot of oy knowledge end -belief, tho foregoing inforaticn io true end correct end cny ottcched copy io o 
true copy of tho original document. A a ^ 
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In conudtvilwn e{ Ctot Dotfa, \H.QO\, and othtx good and valuabtt 
cou^,on4, tht «ct«* M uWucA U htitby acknowttdgtd. *« . 

Philip 0. Livingston and Friedheln Helling residing at 156 East 79th 
Street, New York, New York, 10021 and 50* East 63rd Street, Apartment 25N, 
New York, New York 10021 respectively, 



Htltby Mil. aikign and tuimin to Sloan-Ket tering Institute for 
Cancer Research 

a. coxpoxalion otf tht St at e oi 
Nev York having a pLitt d^buuntU ai ; 1275 York Avenu* - 

in tht County o< New York ^ ^ N « w York 

iU >ucct>*ou, atuon* and ^ ,«p,« *„t«f< v .». t«e t««,. u*«,, Uttt art intt.tit 
iC% * o, and to any and alt initio** which a ,t d<*ic*d and cLumui 

end any and ait invtntwn* which «,« di^lond but not ckuntd. * t„» application io\ 

u J!du \*?aL PaItnt ' wMUl ^ txtcuxtd b¥ tht - - 

ontf u tntitttd 7/25/95 
CANGLIOS IDE-KLH CONJUGATE VACCINE PLUS QS-21 

(U.S. Serial No. 08/477,097 , fil« d June 7 , l995 , a continuation of 
PCT International Application No. PCT/US94/00757 , filed January 21, 1994, 
which is a continuation of U.S. Serial No. .08/009,268, filed January 22,*1993) 

and in and to *ud application and att divisional, continuing. ^bUitutt, 
<tu«* r and alt otht* application, <c« U.S. Lttttn Paltnt o, otAe, ttlatat ptopctfj 
light* <» any and alt icttign counts which havt bttn 01 *W* be <*4 on any oi 
*ud invention* di*to«d in uud application; and u, and to alt original and'xtuu.td 
paltnt* cm ttlattd ioutgn document* which ha* bttn ci +alt bt i^utd on yaid 

AMthouzt and xtOotU tht Comm ( u, Cflt , H Paltnt, c< tht UntttH Stalt* to i^u 
■to *ud Aiugntt. tht coxpoiatio* above nan^d. iU *uceti4*t*. auigm and higal 
itpitHntativt*. in accoidanct uMth thU a^gnmtnt. any and alt Unittd SLatti 
Ittttu Pattnt on vud tnvtnticn* c, any o{ thtm di^tou* in *ui application- 



Agree that said Assignee may apply {or and* receive {oician lettet* Patent or 
xighti o£ any other kind ior *aid invention*, or any ^ them; and may claim, <n 
app«icafioii* ia said ioreign letter* Patent or cthet light*, the ptiottty o£ the 
a<©te*oid United State* patent application under the piovmon* oi tht international 
Convention o( If 3 and later modiiicaticn* thc<eo&, under tht Patent Cooperation 
Treaty, under the European Pattist Convention <w undet any othit ava<taole 
international agreement; and that, when requeued, without charge to, but at the 
expense oi. Auignee, it* uicceuou. assign* and legal repre*tntaU\*n, to catty 
out in good iaith the intent and purpost oi this alignment, tht unlettered or the 
undersigned'* txecutou or ad mini* tat ou wilt, (or the United State* and all ioreign 
countri**, execute off divisional, continuing, *ub*titute, renewal, tei**uc, and alt 
other patent application* or other document* on any and all *aid invention*; execute 
all rightful oath*, alignment*, power* o{ attorney and other paper*; communicate to 
said Assignee, ' it* *uc~ceUor*, assign* and reptesentative*, ail iact* known and 
document* available to the undersigned relating to *aid invention* and tht history 
thereof te*tiiy in all legal proceeding*; and generally do everything possible which 
said Assignee, it* successors, assign* or representatives shall consHer desirable ior 
aiding in securing, maintaining and enicrcing proper patent protection ior said 
invention* and ior vesting title to said inventions and all applications ior patents or 
related ioreign rights and all patents on said inventions, in said Assignee, its 
successors, assigns and legal representative*; and 

Cobtnant uur/t said Assignee, its successors, assigns and legal re pre tentative* 
that no assignment, grant, mortgage, license ox other agreement aiiecting the right* 
and property herein conveyed has been made to others by the undersigned, and that 
£utt right to convey the same as herein expressed is possessed by the undersigned. 
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Agree that said Assignee may apply for and receive foreign letter Potent 01 
rights of any othzt kind for said inventions, or any of them; and may claim, in 
applications for laid foreign Letters Potent or other eighth, the priority o& the 
aforesaid United Statu patent application under the provisions of the International 
Convention of S8 3 ond fote* modifications thctecf, under the Patent Cooperation 
Tieaty, undo,* the European Potest Convention or unde.% any other available 
international agreement; and that, when requested, without change to, but at the 
expense of, said Assignee, its successors, assigns and legal representative^^ to carry 
out in good faith the intent and purpose of this assignment, the underUgmed 01 the 
undersigned's executors or administrators will, &or the United States and aJll foreign 
countries, execute all divisional, continuing, substitute 9 renewal, reissue and all 
other patent applications 01 other documents on any and all said invention^; execute 
.~ aM.. rightful .oat.hi e -asiignmet%ti 9 powzrt oi ■attorney -and- other pavers; commtwiicai^ ic~ 
said Assignee, its successors, assigns and representatives, alS facts known and 
document* available to the undersigned relating to said inventions and the hi&ory 
thereof; testify in all legal proceedings; and generally do everything possible which 
laid Assignee, its successors, assigns or representatives shall consider desirable for 
aiding in securing, maintaining and enforcing proper patent protection for said 
inventions and for vesting title to said inventions and alt applications dor patents or 
related foreign rights and alt patents on said inventions, in said Assignee, its 
successors, assigns and legal representatives; and 

&®bRn&Wt with said Assignee, its successors, assigns and legal representatives 
that no assignment, grant, mortgage, license or other agreement affecting the rights 
and property herein conveyed has been made to others by the undersigned P and that 
full right to convey the same as herein expressed is possessed by the undersigned* 
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Philip 0* Livingston 



Witness: 
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Friedhelm Helling 
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DECEMBER 18, 1995 

COOPER & DUNHAM, LLP 
JOHN P. WHITE 
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Philip 0. Livingston and Friedhexoi Helling residing at 156 East 79th 
Street. N.w York, New York, 10021 and 50« East 63rd Street, Apartment 25N 
New York, New York 10021 respectively, 



Htitby aiug n and fu^c, tc Sloan-Kettering Institute for 

Cancer Research 

New York fc- i * CCX ^ >uUion °i **« o{ 

New York « ptece ^ fcuuntu «r 1275 York Av«t»»er " 

« *»C County erf New York ^ ^ New York 

«. **c«*o„ a ^ 0fU ^ Up , CK ^ <vet< ttc ^ 

a^U*uuJ tllCUtUi ^ — - My 25. 1995 and 

June 30, 1995 

GANGLIOSIDE-KLH CONJUGATE VACCINE PLUS QS-21 

PCT^'V Ser J al f 0 ' ° 8M77 ' 1 * 7 • '»•« J ™« 7, 1995. a continuation of 
IS i 0 '*" 18110 " 1 application No. PCT/US94/00757 , filed January 21. 199* 
which is a continuation of U.S. Serial No. C6/009.268, filed January 22,'l993) 

li^l lL Z .. £«««!. tout otAe, 

^rlr ' d0CUmtHU fc «" " * on ^ 

tc uud A*^n€c. U« cotpctstiem abovt nam*W i, 4 . 

~p.«^«iv«4. « toJLc. UM,n ^ 4 U ' ""^ 



Agxte thai *aU A**igntt may apply iox and xtcxive icxeign Lttttx* Potent ox 
xight* oi any otktx kind iox *aid invention*, ox any oi (Mem; and may claim, in 
applications iox *aid ioxtign lettet* Patent ox othtx eighth, tht pxicxity oi the 
aioxt*aid Unittd Statu pattnt application undtx tht pxoviUon* oi tht bittxnational 
Convention oi II I J and lattx modiiication* tncieoi undet the Patent Cccpexation 
Txeat^, undtx tht Euxopean Patent Convention, ox undtx any ethte avaiiabit 
inttxnational agxttmtnt; and that, when xeout*ted, without chaxge to, but at tht 
txptnu oi, *aid Auignet, it* uicceuox*. a**ign* and ft gat etpxtuntaUvti. to catty 
out in good iaith tht inttnt and puxpou oi thh alignment, tht undtxlamtd ox tht 
undtx*Jgntd'* txtcutox* ox adminiUxatox* unit, iox tht United Statu and alt ioxtign 
countxie*, eiecuie ait divisional, continuing, *ub*titutt. xentwai, xtiuuc, and alt 
othtx pattnt application* ox otht* document* on any and ait laid invention*; execute 
ait ughtiui oath*, a**ignment*, pouttx* oi attorney and othtx paper*; communicatt to 
±sud Aiuantt? it* *ucceuoit, a**ign* and x2.pituniativti. aii facte known and 
document* avaiiabit to the undtx*igned xttating to *aid invention* and the hittoxy 
thtxeoi; tettiiy in ail legal pxocteding*; and gentxaiiy do tvtxything pouibti which 
*aid A**igntt, it* *ucct**ox*, a**ign* ox xtpxt*entativt* *haii con*Uex deuxabit iox 
aiding in *ecuxing. maintaining and enioxcing pxopex patent pxOttction iox *aid 
invention* and iox vt*ting title to *aid invention* and ait application* iox pattnt* ox 
xelattd ioxeign xight* and ail patent* on *aid invention*, in *aid A**ignee, it* 
*ucct**ox*, a**ian* and It gal xepxe*tntativt*; and 

CcbcnaiU with *aid A**igntt, it* *ucct**ox*, a**ign* and It gal xepxe*entative* 
that no auignmtnt, gxant, moxtgage, tictn*e ox othtx agxtemtnt aiiecting the xight* 
and pxopexty htxtin conveyed ha* bttn madt to othtx* by tht undtx*igned, and that 
iuil xight to convey tht *amt a* htxtin txpxt**ed i* po**t**td by tht undtx*igntd. 

79 Philip <ff Livingsj06n 
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Aotee thai *aid At*ignee may apply fax and xeceive faxeign Lettex* Patent ox 
xight* oi any othex bind fax laid invention*, ox any o£ them; and may ckum, in 
application* fax *aid faxeign Lettex* Patent ox othex x^kn.thi puc^iZy oi the 
afaxtiaid Unitzd State* palenr appteaiio* undex the ptcvu/on* o< tfie International 
Convention o( Bl 3 and lata modification* thexeo£, undex the Patent Coopexation 
Txeaty, undex tht European Patent Convention ox Wet any othex available 
international agxeement; and that, when xecue*ted, without change to, but at the 
expenie o£, laid A**ignee, it* *ucce**ox*, a**ign* and legal xepxe tentative*, to caxxy 
out in good faith the intent and puxpc*e of thi* alignment, the undeiU^ned ox the 
undexugned'* executox* ox admini*txatcx* will, fax the United State* and alt faxeign 
counts*, execute all diviuonal, continuing, tubititute-- . rtn^wci.- xenmi, and ill 
othex patent application* ox othex document* on any and all *aid invention*; execute 
aU lightfal oath*, alignment*, powex* o£ atloxney and othex papex*; communicate to 
*aid A**ignee, it* *ucce**ox*, a**ian* and xepxe*entative*. all fact* known and 
document* available to the undexugned xelating to *aid invention* and the hi*toxy 
thexeoi; te*tiiy in all legal pxocee ding*; and genexatly do evexything po**ibte which 
*aid A*ugnee, in *ucce**ox*, a**ign* ox xepxe*entative* *hail con*idex de*ixable frx 
aiding in *ecuxing, maintaining and ending pxopex patent pxotection fax *aid 
invention* and fax ve*ting title to *aid invention* and all application* fax patent* ox 
xelated faxeign xight* and ail patent* on *aid invention*, in *aid A**ignee. it* 
*ucce**ox*, anion* and legal xepxe*entative*; and 

Cobtnant uuf/, uud A**ignee, it* *ucce**ox*. a*ug ni> and legal xepxe*entative* 
that no a**ignment. gxant. moxtgage, ticeme ox other agxeement aifacting the xight* 
and pxopexty hexein conveyed ha* been made to othexi by the undex*igned, and that 
lull xight to convey the. *ame a* hexein expxeaed ii po**e**ed by the undexugned. 
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lTiedhelm Helling 
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